REMARKS 

Claims 1 to 28 and 35 are now pending in the application. Claims 29 to 34 have 
been canceled without disclaimer of or prejudice to the subject matter contained therein. 
Claim 5 has been amended to improve clarity. IVIinor non-narrowing amendments have 
been made to Claim 13 to simply overcome the rejection of Claim 13 under 35 U.S.C. § 
112. Claims 7-11 have been indicated as allowable, so Claims 7, 8 and 11 have been 
rewritten in independent fomnat to include the limitations of the independent claim and 
intervening claims, as described below. The office is respectfully requested to 
reconsider and withdraw the rejections in view of the amendments and remarks 
contained herein. 

Allowable Subject Matter 

The Office Action states that Claims 7 to 11 would be allowable if rewritten in 
independent forni. To that end, Applicant has amended Claims 7, 8 and 1 1 . Specifically, 
Claim 7 has been amended to include the limitations of independent Claim 1 and the 
limitations of intervening Claims 5 and 6. Claims 8 and 1 1 have been amended to 
include the limitations of independent Claim 1 . 

The Office Action states that Claims 13 to 28 would be allowable if amended to 
overcome the rejections under 35 U.S.C. § 1 12. Accordingly, Applicant has amended 
Claim 13 to correct an antecedent basis. Therefore, Claims 7 to 11 and 13 to 28 should 
now be in condition for allowance. 
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Rejection Under 35 U.S.C. § 1 12 

As noted above, Claims 13 to 28 stand rejected under 35 U.S.C. § 112, second 
paragraph, for lacking proper antecedent basis. Applicant has annended Claim 13 to 
correct the antecedent basis and therefore this rejection is respectfully accommodated. 

Rejection Under 35 U.S.G. § 102 

Claims 1, 2, 3, 5 and 6 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by Richelsoph (U.S. Pat. No. 5,358,524). Claims 1, 3, 4, 12 and 35 stand 
rejected under 35 U.S.C. § 102(b) as being anticipated by Kotz et al. (U.S. Pat. No. 
5,326,360). These rejections are respectfully traversed. 
Richelsoph - U.S. Pat. No. 5,358,524 

Claim 1 defines, in part, a connection system configured to connect the bone 
replacement to the anchoring member, wherein the connection system is configured to 
expand the replacement section in response to the growth of the second bone portion. 
Applicant respectfully submits that the Office Action does not establish a prima facie 
case of the anticipation because one or more of limitations of Claim 1 are not disclosed, 
taught or suggested by Richelsoph. 

As best understood by Applicant, the relevant portions of Richelsoph are 
provided below. 
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The barrel 22 includes an end portion 24 adapted for mounting witii 
a bone. For example, the end portion 24 could be a stud for fitting into a 
femoral/humeral component or a taper. Alternatively, the end portion 24 
could be in the form of an articulating component having condylar portions 




designed to articulate with the patella and a tibial component for 
articulation therewith. That is, the present invention can be adapted for 
insertion between bone parts or ends of bones to function as a prosthetic 
joint, depending upon the end portion components of the device and 
particularly of the stem 12 and barrel 22. . . . Once the appropriate 
adjustment is made, the locking ring 58 is moved axially along the sleeve 
portion 26 so that the projections 64 of the locking ring 58 mate with 
recesses 62 in the nut member 34. The locking screw 68 is inserted 
through the locking ring opening 66 and into port 72 thereby preventing 
rotation of the locking ring 64. This mechanism also prevents rotation of 
the nut member 34 and thereby prevents any extension or retraction of the 
stem 12. If extension of the stem 12 is required due to growth of the limb, 
the locking screw 68 is released from opening 72 thereby allowing for 
rotation of the nut member 34 to extend the stem 12. See, Figure 3 
above, Column 2, Line 66 to Column 3 Line 22 and Column 5, Line 60 to 
Column 6, Line 4 of Richelsoph. 

In contrast to the invention as defined in the Claim 1, Richelsoph fails to disclose, 
teach or suggest a connection system configured to expand the replacement section in 
the first portion in response to the growth of the second bone portion. Moreover, there 
Is no discussion of adjustment of growth based on other bones other than the natural 
growth of the bone in which the device from Richelsoph is installed. The ability to adjust 
the device is disclosed but nothing is configured to expand the device in response to the 
growth of a second bone portion. For at least the above reasons, Richelsoph fails to 
anticipate or render obvious the invention as defined in Claim 1 . Claims 2, 3, 5 and 6 
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depend on Claim 1 and therefore the combinations of these dependant claims with the 
corresponding independent claim are not anticipated or rendered obvious for at least 
the same reasons. 



Kotz et al. - U.S. Pat. No. 5,326,360 

Claim 1 defines, in part, a connection system conffgured to connect the bone 
replacement to the anchoring member, wherein the connection system is configured to 
expand the replacement section in response to the growth of the second bone portion. 
Claim 35 defines, in part, the cannulated joint is configured to prevent additional 
application of tension on the connection system by the cannulated joint. Applicant 
respectfully submits that the Office Action does not establish a prima facie case of the 
anticipation because one or more of limitations of Claim 1 and Claim 35 are not 
disclosed, taught or suggested by Kotz et al. 

As best understood by Applicant, the relevant portions of Kotz et al. are provided 

below. 

When spindle 28 is rotated, telescopic part 22 moves relatively with 
respect to the telescopic part 20 to obtain a change in length. . . . The 
indexing pin 48 projects beyond the femoral part 12 . . . Then tibial part 14 



is further bent lo 
with respect to 
femoral part 12, 
as indicated in 
dash lines 50, 
and tibial part 
14 urges 
indexing pin 48 
towards pinion 
32. 

Accordingly, the 
conical tip 54 of 
pin 48 engages 



t2 S5 32 30 M 
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an adjacent flank of a tooth 42 to rotate pinion 32 about half a pitch of one 
of the teeth 42. A locking pawl 56, in the shape of a pin and urged by 
pressure spring 58 towards pinion 32, cooperates with teeth 46. When the 
pinion 32 is rotated as mentioned before, pawl 56 disengages the teeth. 
As the Indexing pin 48 rotates the pinion such that teeth 46 are rotated 
about half the pitch . . . Repeating the steps referred to, the spindle is 
rotated, further resulting in the desired change of length by moving inner 
telescopic part 22 out of the outer part. See, Figure 1 above, Column 2, 
Line 50 to Column 3 Line 11 ofKotz et al. 

In contrast to the invention as defined in the Claim 1, Kotz et al. fails to disclose, 
teach or suggest a connection system configured to expand the replacement section in 
the first portion in response to the growth of the second bone portion. Moreover, there 
is no discussion of adjustment of growth based on other bones other than the natural 
growth of the bone in which the device from Richelsoph is installed. In contrast to the 
invention as defined in the Claim 35, the ability to adjust the device of Kotz et al. is 
disclosed but the lengthening of the device is accomplished by flexing the joint. See, 
Column 3, Lines 8 to 11 of Kotz et al. 

For at least the above reasons, Kotz et al. fails to anticipate or render obvious the 
invention as defined in Claim 1 and Claim 35. Claims 3, 4 and 12 depend on Claim 1 
and therefore the combinations of these dependant claims with the corresponding 
independent claim are not anticipated or rendered obvious for at least the same 
reasons. For at least the above reasons. Claims 1 to 12 and 35 should be in condition 
for allowance. 
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Conclusion 

It is believed that all of the stated grounds of rejection have been properly 
traversed or accommodated. Applicant therefore respectfully requests that the Office 
reconsider and withdraw all presently outstanding rejections. It is believed that a full 
and complete response has been made to the outstanding Office Action and the present 
application is in condition for allowance. Thus, prompt and favorable consideration of 
this amendment is respectfully requested. If the Examiner believes that personal 
communication will expedite prosecution of this application, the Examiner is always 
invited to telephone the undersigned at (248) 641-1600. 



Harness, Dickey & Pierce, P.L.C. 
P.O. Box 828 

Bloomfield Hills, Michigan 48303 
(248)641-1600 

[RWAR/JBD/kp] 



Respectfully submitted, 



Dated: December 28. 2006 




RegrNor38,043 
Joshua B. Dobrowitsky 
Reg. No. 51,288 
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